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DETAILED ACTION 
Response to Amendment 

1 . Applicant is reminded they need to explicitly point out where support for all the 
newly claimed features comes from as required by MPEP 714.02 and 2163.06. See 37 
CFR 1.111. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 39-46 and 51 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over U.S. Patent Application 
Publication No. 2003/0227253 to Seo et al. 

4. With respect to claim 39, Seo et al. discloses a display device, including one-side 
and other-side devices (i.e. pixel; See paragraph 0015), with a hardened insulating layer 
(603), which has holes filled with conductive material (602) to form second electric 
wirings. The first wirings (606) along with the third substrate (608) are located on the 
opposite side of the device layer (605; See Figure 6B). The process steps of 
embedding devices, curing the pressure sensitive adhesive, transferring one-side and 
other-side devices, along with removing the first and second substrate layers is not 
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found to impart significant structural changes to the claimed product. If there is any 
structural difference, the difference would have been minor or obvious. 

5. As to claim 40, Seo et al. discloses driving by impressing a voltage on the 
devices through the first electric wirings and the second electric wirings (See paragraph 
0016). 

6. As to claim 41 , Seo et al. discloses a display device, including one-side and 
other-side devices (i.e. pixel; See paragraph 0015), with a hardened insulating layer 
(603), which has holes filled with conductive material (602) to form second electric 
wirings. The first wirings (606) along with the third substrate (608) are located on the 
opposite side of the device layer (605; See Figure 6B). The process steps of 
embedding devices, curing the pressure sensitive adhesive, transferring one-side and 
other-side devices, along with removing the first and second substrate layers is not 
found to impart significant structural changes to the claimed product. If there is any 
structural difference, the difference would have been minor or obvious. 

7. As to claim 42, Seo et al. discloses one-side devices different from other side 
devices (See paragraph 0015). 

8. As to claim 43, Seo et al. discloses one side devices and other-side devices are 
held in an embedded state on different areas of the substrate (See Figure 5B). 

9. As to claim 44, Seo et al. discloses display is carried out through simple matrix 
driving by impressing a voltage on the devices through the first electric wirings and the 
second electric wirings (See paragraph 0016). 
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10. As to claim 45, Seo et al. discloses the one-side and other-side devices are any 
one of display devices and driving circuits (See paragraph 0015). 

11. As to claim 46, Seo et al. discloses display is carried out through active matrix 
driving by impressing a voltage on the display devices by the driving circuit devices. 
(See paragraph 0016). 

12. As to claim 51 , Seo et al. discloses a display device, including one-side and 
other-side devices (i.e. pixel; See paragraph 0015), with a hardened insulating layer 
(603), which has holes filled with conductive material (602) to form second electric 
wirings. The first wirings (606) along with the third substrate (608) are located on the 
opposite side of the device layer (605; See Figure 6B). The process step of curing the 
pressure sensitive adhesive is not found to impart significant structural changes to the 
claimed product. If there is any structural difference, the difference would have been 
minor or obvious. 

13. Claims 39, 41-43, 45, and 51 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over PCT Publication No. 
WO02/084631 as evidenced by corresponding U.S. Patent No. 6,872,635 to Hayashi et 
al. 

14. With respect to claim 39, Hayashi et al. discloses a display device, including one- 
side and other-side devices (42/62) with a hardened adhesive layer (45), which has 
holes filled with conductive material (49) to form second electric wirings. The first 
wirings (46) along with the third substrate (47) are located on the opposite side of the 
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device layer (42/62; See Figure 12). The process steps of embedding devices, curing 
the pressure sensitive adhesive, transferring one-side and other-side devices, along 
with removing the first and second substrate layers is not found to impart significant 
structural changes to the claimed product. If there is any structural difference, the 
difference would have been minor or obvious. 

1 5. With respect to claim 39, Hayashi et al. discloses a display device, including one- 
side and other-side devices (42/62) with a hardened adhesive layer (45), which has 
holes filled with conductive material (49) to form second electric wirings. The first 
wirings (46) along with the third substrate (47) are located on the opposite side of the 
device layer (42/62; See Figure 12). The process steps of embedding devices, curing 
the pressure sensitive adhesive, transferring one-side and other-side devices, along 
with removing the first and second substrate layers is not found to impart significant 
structural changes to the claimed product. If there is any structural difference, the 
difference would have been minor or obvious. 

16. As to claim 42, Hayashi et al. discloses one-side devices different from other side 
devices (See paragraph 0170). 

17. As to claim 43, Hayashi et al. discloses one side devices and other-side devices 
are held in an embedded state on different areas of the substrate (See Figure 16). 

1 8. As to claim 45, Hayashi et al. discloses the one-side and other-side devices are 
any one of display devices and driving circuits (See paragraph 0170). 

1 9. As to claim 51 , Hayashi et al. discloses a display device, including one-side and 
other-side devices (42/62) with a hardened adhesive layer (45), which has holes filled 
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with conductive material (49) to form second electric wirings. The first wirings (46) 
along with the third substrate (47) are located on the opposite side of the device layer 
(42/62; See Figure 12). The process step of curing the pressure sensitive adhesive is 
not found to impart significant structural changes to the claimed product. If there is any 
structural difference, the difference would have been minor or obvious. 

20. Claims 36, 38-39, 41-43, and 47-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over PCT Publication No. WO02/084631 as evidenced by corresponding 
U.S. Patent No. 6,872,635 to Hayashi et al. in view of U.S. Patent No. 5,426,342 to 
Nakamura et al. 

21 . With respect to claim 36, Hayashi et al. discloses embedding one-side devices 
(8) into an adhesive layer (7) provided on a second substrate (6); embedding other-side 
devices (3) arranged on a first substrate into an uncured adhesive layer (7) provided on 
a second substrate(6) where one-side devices (8) are embedded in the adhesive layer; 
and the one-side devices and the other-side devices have different characteristics (See 
paragraph 0126); and stripping the other-side devices from the first substrate thereby 
holding the other-side devices in an embedded states in the uncured adhesive layer 
(See Figure 2A-2F) wherein the other-side devices and one-side devices are light 
emitting diodes (See paragraph 0170). Hayashi et al. discloses stripping the first 
substrate prior to cooling the adhesive to room temperature, when the adhesive is cured 
completely (See paragraph 0226), which meets applicant's claimed language of 
stripping the other-side devices from the first substrate thereby holding the other-side 
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devices in an embedded state in the uncured adhesive layer. However, Hayashi et al. 
does not disclose using pressure sensitive adhesive. 

22. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). 

23. As to claim 38, Hayashi et al. discloses the one-side (8) devices and the other- 
side devices (3a) are held in the embedded state in different areas on the substrate 
(See Figure 2D). 

24. As to claim 39, Hayashi et al. discloses embedding devices (42) arranged on a 
first substrate (41) into a pressure sensitive adhesive layer (45) provided on a second 
substrate (43), the pressure sensitive adhesive being in an uncured state (See Figure 
10); wherein the devices are light emitting diodes (See paragraph 0170); stripping the 
devices from the first substrate thereby holding the devices in an embedded and 
uncured state in the pressure sensitive adhesive layer (See Figure 11), and hardening 
the uncured adhesive layer to cure the pressure sensitive adhesive (See paragraph 
0226); forming first electric wirings (46) on the adhesive layer, adhering a third substrate 
(47) onto a side on which the first electric wirings are formed of the adhesive layer, and 
stripping the second substrate and the adhesive layer from each other (See Figure 12); 
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and providing adhesive layer with openings (65, See Figure 16) reaching the devices, 
filling the openings with a conductive material (49), and forming second electric wirings 
(63, 64) on the adhesive layer. Hayashi et al. discloses stripping the first substrate prior 
to cooling the adhesive to room temperature, when the adhesive is cured completely 
(See paragraph 0226), which meets applicant's claimed language of stripping the other- 
side devices from the first substrate thereby holding the other-side devices in an 
embedded states in the uncured adhesive layer. However, Hayashi et al. does not 
disclose using pressure sensitive adhesive. 

25. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). 

26. As to claim 41 , Hayashi et al. discloses embedding one-side devices (42) 
arranged on a first substrate (41) into a pressure sensitive adhesive layer (45) provided 
on a second substrate(43) the pressure sensitive adhesive being in an uncured state 
(See Figure 10), and stripping the one-side devices from the first substrate thereby 
holding the one-side devices in an embedded and uncured state in the pressure 
sensitive adhesive layer (See Figure 11); further embedding other-side devices 
arranged on the first substrate into the uncured adhesive layer (See paragraph 0170), 
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and stripping the other-side devices from the first substrate thereby holding the other- 
side devices (62) in an embedded and uncured state in the pressure sensitive adhesive 
layer (See paragraph 0226), where the one-side devices are embedded in the adhesive 
layer wherein the one-side devices and the other side devices are light emitting diodes 
(See paragraph 0170); hardening the pressure sensitive adhesive layer to cure the 
adhesive layer where the one-side devices and the other-side devices are held in the 
embedded and cured state in the pressure sensitive adhesive layer (See paragraph 
0157); forming first electric wirings on the adhesive layer (46), adhering a third 
substrate (47) onto the side on which the first electric wirings are formed of the adhesive 
layer, and stripping the second substrate and the adhesive layer from each other (See 
Figure 12); and providing the adhesive layer with openings reaching the one-side 
devices or the other-side devices, filling the openings with a conductive material (49), 
and forming second electric wirings on the adhesive layer (63, 64, See Figure 16). 
Hayashi et al. discloses stripping the first substrate prior to cooling the adhesive to room 
temperature, when the adhesive is cured completely (See paragraph 0226), which 
meets applicant's claimed language of stripping the other-side devices from the first 
substrate thereby holding the other-side devices in an embedded states in the uncured 
adhesive layer. However, Hayashi et al. does not disclose using pressure sensitive 
adhesive. 

27. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). Therefore, it would have been 
obvious to combine Nakamura et al. with Hayashi et al. to obtain the invention as 
disclosed in claim 41. 

28. As to claim 42, Hayashi et al. discloses the one-side devices and the other-side 
devices have different characteristics (See paragraph 0170). 

29. As to claim 43, Hayashi et al. discloses one-side devices and the other-side 
devices are held in the embedded state in different areas on the second substrate (See 
Figure 16). 

30. As to claim 47, Hayashi et al. discloses bringing the other side devices into 
contact with a temporary adhesion layer provided on the first substrate for temporarily 
adhering the other side devices to the temporary adhesion layer thereby arranging the 
devices on the first substrate, before embedding the other-side devices into the uncured 
adhesive layer provided on the second substrate(See Figure 2A). However, Hayashi et 
al. does not disclose using pressure sensitive adhesive. 

31 . Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
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motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). 

32. As to claim 48, Hayashi et al. discloses a tack of the pressure sensitive adhesive 
layer provided on the second substrate is greater than a tack of the temporary adhesion 
layer provided on the first substrate, as shown by the transfer of devices from the 
temporary adhesion layer to the adhesive layer (See Figures 1 0-1 1 ). However, Hayashi 
et al. does not disclose using pressure sensitive adhesive. 

33. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). 

34. As to claim 49, Hayashi et al. discloses tack of at least one of the uncured 
adhesive layer and the temporary adhesion layer is changed so that the tack of the 
uncured adhesive layer will be greater than the tack of the temporary adhesion layer 
(i.e. thermally Cure; See paragraph 0187). However, Hayashi et al. does not disclose 
using pressure sensitive adhesive. 

35. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). 

36. As to claim 50, Hayashi et al. discloses curing the uncured adhesive layer using 
a heating treatment (i.e. thermosetting; See paragraph 0187). However, Hayashi et al. 
does not disclose using pressure sensitive adhesive. 

37. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion. (Nakamura et al., column 4, lines 45-53). 

38. As to claim 51 , Hayashi et al. discloses the uncured adhesive layer is hardened 
after stripping the devices from the first substrate (i.e. "certainly fixed"; See paragraph 
0226). However, Hayashi et al. does not disclose using pressure sensitive adhesive. 

39. Nakamura et al. discloses a method of manufacturing a fluorescent display 
device, including using a heat sensitive and pressure sensitive adhesive layer (column 
4, lines 45-53). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the pressure sensitive adhesive, taught by 
Nakamura et al., with the element transfer method disclosed by Hayashi et al. The 
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motivation would have been to use an adhesive with good volatility and satisfactory 
adhesion (Nakamura et al., column 4, lines 45-53). 

40. Claims 40 and 44-46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over PCT Publication No. WO02/084631 as evidenced by corresponding U.S. Patent 
No. 6,872,635 to Hayashi et al. in view of U.S. Patent No. 5,426,342 to Nakamura et al. 
as applied to claims 36, 38-39, 41-43, and 47-51 above, and further in view of U.S. 
Patent Application Publication No. 2003/0227253 to Seo et al. 

41 . With respect to claim 40, Hayashi et al. discloses an element transfer method, 
including using light emitting devices as elements (See paragraph 0170). Nakamura et 
al. discloses the use of a pressure and heat sensitive adhesive to adhere the elements 
to a substrate. However, Hayashi et al. and Nakamura et al. do not disclose driving 
methods. 

42. Seo et al. discloses display is carried out through simple matrix driving by 
impressing a voltage on the devices through the first electric wirings and the second 
electric wirings (See paragraph 0016). It would have been obvious to one of ordinary 
skill in the art to combine the driving method of Seo et al. with the element transfer 
method, disclosed by Hayashi et al. and the pressure sensitive adhesive taught by 
Nakamura et al. The motivation would have been to cause electroluminescence (Seo et 
al., See paragraph 0051). 

43. As to claim 44, Hayashi et al. discloses an element transfer method, including 
using light emitting devices as elements (See paragraph 0170). Nakamura et al. 
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discloses the use of a pressure and heat sensitive adhesive to adhere the elements to a 
substrate. However, Hayashi et al. and Nakamura et al. do not disclose driving 
methods. 

44. Seo et al. discloses display is carried out through simple matrix driving by 
impressing a voltage on the devices through the first electric wirings and the second 
electric wirings (See paragraph 0016). It would have been obvious to one of ordinary 
skill in the art to combine the driving method of Seo et al. with the element transfer 
method, disclosed by Hayashi et al. and the pressure sensitive adhesive taught by 
Nakamura et al. The motivation would have been to cause electroluminescence (Seo et 
al., See paragraph 0051). 

45. As to claim 45, Hayashi et al. discloses one of the one-side devices and the 
other-side devices are any one of display devices and driving circuit devices (see 
paragraph 0170). 

46. As to claim 46, Hayashi et al. discloses an element transfer method, including 
using light emitting devices as elements (See paragraph 0170). Nakamura et al. 
discloses the use of a pressure and heat sensitive adhesive to adhere the elements to a 
substrate. However, Hayashi et al. and Nakamura et al. do not disclose driving 
methods. 

47. Seo et al. discloses display is carried out through active matrix driving by 
impressing a voltage on the display devices by the driving circuit devices. (See 
paragraph 0016). It would have been obvious to one of ordinary skill in the art to 
combine the driving method of Seo et al. with the element transfer method, disclosed by 
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Hayashi et al. and the pressure sensitive adhesive taught by Nakamura et al. The 
motivation would have been to allow for drive at a low voltage (Seo et al., See 
paragraph 0052). 



Response to Arguments 

48. In response to the current amendment, the rejection of claims 39-46 and 51 
under 35 U.S.C. 1 12 has been withdrawn. 

49. Applicant's arguments filed 10/31/07 have been fully considered but they are not 
persuasive. 

50. As to applicant's arguments against claims 39-46 and 51 , examiner disagrees. 
These claims contain product-by-process limitations where product claims are 
examined according to the structural limitations of the claim and process steps. The 
structural limitations provided by the product-by-process limitations have been 
considered with respect to Hayashi and Seo. The newly introduced claim limitations do 
not structurally distinguish the currently claimed invention over the prior art of record. 
There is no structural difference between the currently claimed invention and Hayashi 
and Seo. Applicant has failed to set forth any structural differences between the 
currently claimed display apparatus and the inventions disclosed in the prior art. 
Consequently, the claims remain rejected under 35 U.S.C. 102 or, in the alternative, 
under 35 U.S.C. 103 under Hayashi and Seo. See MPEP 2113 [R-1] for a discussion of 
product by process claims. "[E]ven though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. 
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The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985) 

51 . As to applicant's arguments that Hayashi does not disclose "embedding", 
examiner disagrees. During patent examination, the pending claims must be "given 
their broadest reasonable interpretation consistent with the specification." The Federal 
Circuit's en banc decision in Phillips v. AWH Corp., 415 F.3d 1303, 75 USPQ2d 1321 
(Fed. Cir. 2005). An applicant is entitled to be his or her own lexicographer and may 
rebut the presumption that claim terms are to be given their ordinary and customary 
meaning by clearly setting forth a definition of the term that is different from its ordinary 
and customary meaning(s). See In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 
1674 (Fed. Cir. 1994). The Merriam Webster Online Dictionary defines the term 
"embed" as "a: to enclose closely in or as if in a matrix <fossils embedded in stone> 
b: to make something an integral part of <the prejudices embedded in our language>". 
Applicant has provided no alternative definition in the current specification. 
Consequently, the term must be defined as used by one of ordinary skill in the art. After 
pressing, the adhesive of Hayashi is made integral with the devices, meeting the 
requirements of the limitation "embedding". Therefore, the "fixing" step disclosed by 
Hayashi meets applicant's claimed "embedding" step. 
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52. As to applicant's argument that Hayashi does not disclose stripping the other- 
side devices from the substrate thereby holding the other-side devices in an embedded 
state in the uncured pressure sensitive adhesive layer, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Nakamura is 
relied upon to teach pressure sensitive adhesives. Furthermore, the disclosure of 
Hayashi of cooling the adhesive layer to room temperature after stripping the substrate 
in order to be "certainly fixed" (i.e. hardened) the adhesive layer meets applicant's 
claimed limitation of stripping the other-side devices from the substrate thereby holding 
the other-side devices in an embedded state in the uncured adhesive layer (See 
Hayashi, paragraph 0226). As a result of this disclosure, applicant's arguments are not 
persuasive, and the current rejections are maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly K. McClelland whose telephone number is 
(571) 272-2372. The examiner can normally be reached on 8:00 a.m.-5 p.m. Mon-FrL 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Philip C. Tucker can be reached on (571)272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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